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UCHIDA, MAKI 


Examiner 

Christopher D RoDee 
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Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1)13 Responsive to communication(s) filed on 22 April 2004 . 
2a)l3 This action is FINAL. 2b)Q This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 
^ closed in accordance with the practice under Ex parte Quayle, 1 935 CD. 11, 453 O.G. 21 3. 

Disposition of Claims 

4) [x] Claim(s) 9-12 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) |3 Claim(s) 9-12 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)Q accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 

11) D The proposed drawing correction filed on is: a)D approved b)D disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 120 

13) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 

a)QAII b)D Some*c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. Q Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

15) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121. 
Attachment s) 

1) □ Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-413) Paper No(s). . 

2) □ Notice of DraftspersorVs Patent Drawing Review (PTO-948) 5) □ Notice of Informal Patent Application (PTO-152) 

3) □ Information Disclosure Statement(s) (PTO-1449) Paper No(s) . 6) □ Other: 
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DETAILED ACTION 

Election/Restrictions 
Non-elected claim 1 has been canceled. 

Claim Rejections - 35 USC §112 

Claims 9-12 are rejected under 35 U.S.C. 112, first paragraph, because the 
specification, while being enabling for a process where the correlation of water contact angle 
and residual potential has been previously determined for a specific electrophotosensitive 
material, does not reasonably provide enablement for a method as presented where this 
correlation has not been previously performed. The specification does not enable any person 
skilled in the art to which it pertains, or with which it is most nearly connected, to make the 
invention commensurate in scope with these claims. 

The instant claims have been amended to specify a step of "carrying out a heat 
treatment so that the water contact angle is set within a predetermined range". This water 
contact angle is then measured and a photosensitive layer is then formed on the intermediate 
layer "when the water contact angle is within a predetermined range which is defined as being 
not less that A 0 , wherein A 0 = B° - 2°. The Examiner notes applicants' efforts to bring the claims 
in line with the specification disclosure. Although the claims now state that the water contact 
angle is within a predetermined range as a result of heat treatment, the claims do not specify 
how this predetermined range is obtained. It appears from applicants' comments in response 
page 8 that the correlation curve must be predetermined in order to give the predetermined 
water contact angle. Predetermining the correlation curve permits the artisan to define the 
water contact angle for a given combination of electrophotosensitive material layers (see spec. 
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Examples). The claims do not specify that the correlation curve is the feature that is 
predetermined by experimentation in the manner discussed in the specification (e.g., spec. p. 
24-26). The claims include the situation where the water contact angle predetermined range is 
chosen by means, methods or calculation before the electrophotosensitive material(s) is/are 
actually formed. As discussed in the last Office action, the specification provides no guidance of 
how to predetermine the intermediate layer water contact angle without actually determining the 
correlation curve by experimentation for a specific combination of layers (e.g., intermediate layer 
and photosensitive layer) in the material. Applicants appear to agree with this position noting 
the remarks in the response (p. 8, top). The claims include the situation where only the water 
contact angle is predetermined or where the correlation curve is determined without 
experimentation. None of these embodiments are supported by the specification as filed. See 
remarks in the last Office action as they remain applicable to the instant claims. 

It appears that applicants 1 may be reading the predetermination of the correlation curve 
into specific claim language of a predetermined range of the water contact angle. Reading 
limitations not expressly defined in the specification is improper. The claims must fully define 
applicants' invention. Applicants may not rely on the specification to define their invention. 

The rejection is proper as now presented for the amended claims. 

Claims 9-12 are rejected under 35 U.S.C. 112, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

The claims as now presented are indefinite because when the water contact angle is 
outside the predetermined range it appears that the photosensitive layer is not formed. See the 
claim language that states, "then forming a photosensitive layer on the surface of said 
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intermediate layer, when the water contact angle is within a predetermined range..." (emphasis 
added). The other steps of the process would be carried out ("carrying out" and "measuring"), 
but the "forming" step would not be carried out. In this situation, the intended use of the process 
(i.e., for forming an electrophotosensitive material") would not be accomplished. It is unclear if 
the claims include the situation where the electrophotosensitive material is not produced. The 
Examiner suggests the work "when" be changed to "wherein" to remove the possibility the 
photosensitive layer is not formed. 

Conclusion 

Applicant's amendment necessitated the newground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). Applicant 
is reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Christopher D RoDee whose telephone number is 571-272-1388. The 
examiner can normally be reached on most weekdays from 6 to 4:30. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Mark Huff can be reached on 571-272-1 385. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private 
PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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